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DETAILED ACTION 

Election/Restrictions 

1 . Applicant's election without traverse of Group I, claims 1 1-19 in the reply filed on 
08/14/08 is acknowledged. 

2. Claims 20-28 are withdrawn from further consideration pursuant to 37 CFR 

1 .142(b) as being drawn to a nonelected invention, there being no allowable generic or 
linking claim. Election was made without traverse in the reply filed on 08/14/08. 



Claim Rejections - 35 USC §112 

3. The following is a quotation of the first paragraph of 35 U.S. C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

4. Claim 15 is rejected under 35 U.S.C. 112, first paragraph, as failing to comply 
with the enablement requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to enable one skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and/or use the invention. 
The term "thermodes" is not properly enabled in the current specification. One of 
ordinary skill in the art would not know how to make or use thermodes. The inventor 
has not provided any direction as to how one might use thermodes. No examples of 
thermodes have been given. The state of the art for rf transponders does not include 
thermodes. There is no predictability in the art of thermodes to allow one of ordinary 



Application/Control Number: 10/566,736 Page 3 

Art Unit: 1791 

skill in the art to form them. There is undue experimentation required to make 
thermodes based on the information disclosed in the specification. 

5. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

6. Claim 15 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. It is unclear what is meant by the term "thermodes". No 
adequate definition for this term is given in the specification. It is unclear what 
limitations this term imparts to the currently claimed invention. Clarification is required. 

Claim Rejections - 35 USC § 102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

8. Claims 11-16 and 18 are rejected under 35 U.S.C. 102(b) as being anticipated by 
U.S. Patent Application Publication No. 2003/0136503 to Green et al. 

9. With respect to claim 1 , Green et al. discloses an RFID labeling apparatus, 
including a first device for outputting the at least one web material (500) at a predefined 
speed; a carrier belt (See paragraph 0023) for transporting the one or more transponder 
devices at the predefined speed; and a bonding device (ABD) for bonding the one or 
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more transponder devices to the at least one web material at the predefined speed (See 
paragraphs 0089-0091 and Figure 10). 

10. As to claim 12, Green et al. discloses the bonding device comprises at least one 
unit for producing at least one of a soldering bond, an adhesive bond, a laser-welded 
bond, or an ultrasonic bond (See paragraph 0091). 

11. As to claim 13, Green et al. discloses the carrier belt includes a belt (See 
paragraph 0023) for supporting the one or more transponder devices, and a supply unit 
for supplying the transponder devices to the belt (608). 

12. As to claim 14, Green et al. discloses the supply unit comprises at least one 
unwinding roll (608) and a speed regulating unit (See paragraph 0089). Examiner notes 
the phrase, "for measuring the speed of the carrier belt and the first device and for 
synchronizing the speed of the carrier belt with the speed of the first device" is 
considered intended use of the currently claimed invention. Consequently, this 
limitation is not found to structurally define the current invention. 

13. As to claim 15, Green et al. discloses the bonding device comprises a curing unit 
for curing the bonds according to at least one of air, UV irradiation, laser irradiation, 
thermodes or electron beam irradiation (See paragraph 0091). 

14. As to claim 16, Green et al. discloses a plurality of carrier belts and 
corresponding bonding devices that are positioned at predefined locations relative to the 
at least one web material (See paragraphs 0101-0103). 
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15. As to claim 18, Green et al. discloses the bonding device includes two rollers, the 
rollers rotate counter to each other and the carrier belt releases the transponder devices 
prior to being fitted to the at least one web material via the rollers (A/B; See Figure 10). 

Claim Rejections - 35 USC § 103 

16. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

17. Claim 17 is rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. 
Patent Application Publication No. 2003/0136503 to Green et al. as applied to claims 
11-16 and 18 above. 

18. With respect to claim 1 7, Green et al. discloses different methods of fitting the 
transponder devices to the at least one web material are equivalent (see paragraph 
0091 ). Green et al. also discloses multiple transfer units may be used to transfer a 
series of rf components (See paragraphs 0101-0103). Green et al. does not specifically 
disclose the plurality of bonding devices perform two or more different methods of fitting 
the transponder devices to the at least one web material. However, it would have been 
obvious to one of ordinary skill in the art at the time the invention was made to use 
bonding devices performing two or more different methods of fitting the transponder 
devices to the at least one web material, because the different bonding devices are 
known in the art to be equivalent. Simple substitution of one known bonding method for 



Application/Control Number: 10/566,736 Page 6 

Art Unit: 1791 

another would yield the predictable result of effectively bonding a plurality of rf 
components to a web. 

19. Claim 19 is rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. 
Patent Application Publication No. 2003/0136503 to Green et al. as applied to claims 
1 1-16 and 18 above, and further in view of U.S. Patent No. 6,280,544 to Fox et al. 

20. With respect to claim 19, Green et al. does not specifically disclose the carrier 
belt includes a wedge-shaped device for changing the running direction of the belt to a 
direction approximately opposite to the running direction of the at least one web 
material, thereby releasing each of the transponder devices at the point of direction 
change of the belt. 

21 . Fox et al. discloses an rf tag application system, including a wedge-shaped 
device (1 6) for changing the running direction of the belt to a direction approximately 
opposite to the running direction of the at least one web material, thereby releasing 
each of the transponder devices at the point of direction change of the belt (See Figure 
2). It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to combine the peel bar taught by Fox et al. with the apparatus of Green et 
al. The motivation would have been to improve separation of the rf component from the 
rf sheetstock, improving production speed and efficiency. 
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Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to KIMBERLY K. MCCLELLAND whose telephone number 
is (571 )272-2372. The examiner can normally be reached on 8:00 a.m. -5 p.m. Mon- 
Thr. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Philip C. Tucker can be reached on (571)272-1095. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Kimberly K McClelland/ 
Examiner, Art Unit 1791 

KKM 

/Philip C Tucker/ 

Supervisory Patent Examiner, Art Unit 1791 



